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 As usual, the final weeks of the recent U.S. Supreme Court session saw several major 

decisions issued.  Those on affirmative action, abortion, immigration, and other hot-button topics 

received extensive publicity. 2  One that received minimal coverage, however, could actually 

affect patent-related businesses far more directly.  In Halo Electronics, Inc. v. Pulse Electronics, 

Inc.,3 decided June 13, 2016, the Supreme Court unanimously repealed the standard courts have 

applied for years to determine whether to award "enhanced damages" to plaintiffs in patent 

litigation.  Enhanced damages are available in addition to compensatory damages, up to three 

times the original damages award.  Before June 13, they were extremely difficult to win.  Now, 

they could be considerably easier.  No matter which side of a patent dispute you find yourself on, 

this case could have significant consequences for you.             

 

The Prior Standard for Awarding Enhanced Damages  

 

 Under the federal Patent Act, a victim of patent infringement may sue the infringer to 

obtain an injunction stopping the infringement, and for damages compensating for financial 

losses (plus interests and costs).4  The patentee also may be awarded "enhanced damages" of up 

to three times the original damages award.  The Patent Act does not define the circumstances in 

which enhanced damages should be awarded; those have been defined by courts, most notably 

the U.S. Court of Appeals for the Federal Circuit, which has exclusive jurisdiction over patent 

litigation appeals.    

 

In 2007, in In re Seagate Technology, LLC,5 the Federal Circuit established the standard 

for awarding enhanced damages.  It held that enhanced damages were only appropriate for 

"willful infringement," and that "to establish willful infringement, a patentee must show by clear 

and convincing evidence that the infringer acted despite an objectively high likelihood that its 

                                                           
1 Kerin E. Coughlin is a Senior Consultant with Global Business Experts Group, a firm that provides expert 

consulting services in patent and other business litigation.  She is a former commercial litigator and current Assistant 

Professor of Law and Paralegal Studies at New York City College of Technology, City University of New York.   

 
2 Respectively, the referenced decisions are Fisher v. University of Texas at Austin, No. 14-981 (June 23, 2016) 

(affirmative action); Whole Woman's Health v. Hellerstedt, No. 15-274 (June 27, 2016) (abortion); and United States 

v. Texas, No. 15-674 (June 23, 2016) (immigration). 

 
3 No. 15-1513 (June 13, 2016) ("slip op.").   

 
4 The federal Patent Act may be found at 35 U.S.C. § 1 et seq.  Section 284, which addresses damages, provides: 

"Upon finding for the claimant the court shall award the claimant damages adequate to compensate for the 

infringement . . . [and] may increase the damages up to three times the amount found or assessed." 

 
5 497 F.3d 1360 (Fed. Cir. 2007). 
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actions constituted infringement of a valid patent" (emphases added).6  The court clarified that 

"[t]he state of mind of the accused infringer is not relevant to this objective inquiry."7  In other 

words, if there was evidence that the infringer knew full well that what it was doing was illegal 

(or that otherwise indicated its mental state), that evidence could not be considered by the court. 

  

That was not the end of the story.  Even if the patentee provided the requisite clear and 

convincing evidence of willfulness, the defendant could still avoid enhanced damages if it had 

raised a "reasonable" defense at trial.  "Reasonable" was the key word: The defense need not 

have been successful, so even if the defendant was found guilty of infringement, it would 

nonetheless be exempt from enhanced damages if it had raised a defense that "was not 

objectively baseless, or a sham."8   

 

However, if the defendant had not raised a reasonable defense, the patentee still had to 

make one additional showing, again by clear and convincing evidence: that the risk of 

infringement "was either known or so obvious that it should have been known to the accused 

infringer."9  Only after the patentee made this additional showing could a court even begin to 

consider whether to award enhanced damages.   

 

The Supreme Court's Decision in Halo 

 

 The case before the Supreme Court consisted of two consolidated matters: Halo v. Pulse, 

which involved electronics components, and Stryker v. Zimmer, which involved surgical devices.  

In both cases, juries had found that the defendants had willfully infringed the plaintiffs' patents.  

In Halo, the trial court denied enhanced damages, on the ground that the defendant had presented 

a "reasonable" (albeit unsuccessful) defense.  The Federal Circuit Court of Appeals affirmed.  In 

Stryker, the trial court awarded enhanced damages, in the maximum amount of triple the original 

award, giving the patentee a total of over $228 million.  The court did so based on evidence that 

defendant "Zimmer had all-but instructed its design team to copy Stryker's products, and had 

chosen a high-risk/high reward strategy of competing immediately and aggressively . . .[and] 

opting to worry about the potential legal consequences later[.]"10  However, the Federal Circuit 

reversed, finding that Stryker – like Halo – had presented a "reasonable" (albeit unsuccessful) 

defense, thus under Seagate, it was exempt from enhanced damages.     

 

 In a unanimous decision by Chief Justice John Roberts, the U.S. Supreme Court reversed 

both cases.  It abolished the Seagate test altogether, finding it "unduly rigid" and potentially 

"insulating some of the worst patent infringers[.]"11  Chief Justice Roberts considered the 

                                                           
6 Id. at 1371 (emphases added). 

 
7 Id.  

 
8 Halo, slip op. at 6 (quotation omitted). 

 
9 Seagate, 497 F.3d at 1371. 

 
10 Halo, slip op. at 7 (quotations omitted).   

 
11 Id. at 9 (quotation omitted).  
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"principal problem" with Seagate to be the "objective recklessness" requirement, which, by 

ignoring the infringer's state of mind, "excludes from discretionary punishment many of the most 

culpable offenders, such as the wanton and malicious pirate who intentionally infringes another's 

patent – with no doubts about its validity or any notion of a defense – for no purpose other than 

to steal the patentee's business."12     

 

 An additional problem with Seagate was that it allowed an infringer to avoid enhanced 

damages simply by "muster[ing] a reasonable (even though unsuccessful) defense . . . .  Under 

that standard, someone who plunders a patent . . . can nevertheless escape any come-uppance 

under [Section] 284 solely on the strength of his attorney’s ingenuity."13  Finally, the Court 

found the "clear and convincing evidence" legally unsupported, particularly given that patent 

litigation, like most civil litigation, is governed by the preponderance of evidence standard.14   

  

What This Case Means for Businesses 

 

 The Supreme Court remanded the Halo and Stryker cases for "proceedings consistent 

with this opinion" – in other words, to reconsider enhanced damages under the guidance in this 

recent decision.  That guidance includes that courts should (1) consider infringers' state of mind 

in determining whether their actions were willful; (2) not allow a merely "reasonable" defense to 

exonerate willful conduct; and (3) apply the preponderance of evidence standard to the enhanced 

damages inquiry.    

 

 Of course, the true impact of this case will not be known until it is applied.  But one thing 

appears certain: Courts will have many opportunities to apply it, because the looser standard will 

likely encourage many purported infringement victims to gamble on otherwise costly litigation, 

in the hope of receiving triple the value of their losses.  Accordingly, accused infringers should 

prepare to defend vigorously against enhanced damages claims.  And all parties in patent 

litigation should consider retaining experts to opine on the effects of the alleged infringement, as 

the Patent Act contemplates.15  Finally, whether you are involved in a patent dispute or not, all 

patent-related businesses should seek preventive legal counseling to ensure their day-to-day 

practices raise no specter of potential infringement liability.  The cost of such liability may have 

just increased exponentially.    

 

*   *   * 

 

 

                                                           
 
12 Id. (quotation omitted). 

 
13 Id. at 10.  

 
14 Id. at 12 (quotation omitted). 

 
15 35 U.S.C. § 284 provides: "The court may receive expert testimony as an aid to the determination of damages . . . ." 


